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DETAILED ACTION 

Claim Rejections - 35 USC §112 

Claims 18-20 and 31-33 provides for the use of magenta ink, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 18-20 and 31-33 are rejected under 35 U.S.C. 101 because the claimed 
recitation of a use, without setting forth any steps involved in the process, results in an 
improper definition of a process, i.e., results in a claim which is not a proper process 
claim under 35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 
1967) and Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 
1966). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 6-8, 12-33 are rejected under 35 U.S.C. 102(b) as anticipated by WO 
2004/039900 (US 2005/0041082 is being used as the English Translation). 



Application/Control Number: 10/572,738 Page 3 

Art Unit: 1793 

The reference teaches an ink set comprising a yellow ink, a magenta ink, cyan 
ink and red ink (abstract, 0023). The reference further teaches that the yellow ink 
comprising 2 to 4% by weight of Pigment Yellow 74, the magenta ink comprising 1 .7 to 
3% by weight of Pigment Violet 19, the cyan ink comprising 0.5 to 2.5% by weight of 
Pigment Blue 15:3 (0026-0029). The ink set L* values for aqueous solution of each ink 
is diluted 1000 times are within the ranges of yellow ink (Y): at least 89 and no more 
than 94, magenta ink (M): at least 76 and less than 83, cyan ink (C): at least 74 and no 
more than 87 (0044-0046). The a* and b* values for the magenta ink are in the range 
a*: 31 to 51 , b*: -17 to -10. (0050). The reference teaches that a dispersant may be 
used to disperse the pigments of the ink set (0075). The ink compositions further 
comprise a high boiling organic solvent including glycerin present in the amount of 0.1 
to 30% by weight (0081-0082). The penetration promoter is present in the amount of 1 
to 20% by weight (0083-0084). A surfactant including acetylene glycol compound or a 
silicone compound is present in the amount of 0.01 to 5% by weight (0085). The 
reference further teaches that photoblack and/or matte black ink may be used in the ink 
set (0154, 0156, 0160). The reference discloses a recording method, a recording 
system and a recorded mater (0151-0153, 0176-0179). The reference remains silent to 
an ink cartridge. However, the ink set is tested using a PM900C ink jet printer, which 
has ink cartridges as evidenced by US 2004/0246321 paragraph 441 that discloses that 
the printer PM900C wherein the ink set is charged in the cartridge. The reference does 
not disclose L* value is 60 or less. However, the L*, a* and b* are properties of the 
colorant and then the ink composition is measure in the same environment that the L*, 
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a* and b* value would be the same as claimed by Applicant. The composition as taught 
by WO 2004/039900 appears to anticipate the claimed invention. 

Claims 1-8 and 12-16 are rejected under 35 U.S.C. 102(a) as being anticipated 
by JP 2005-120310. 

JP 2005-120310 teaches an ink composition comprising a polymer dispersing agent, 
water-insoluble color material, a water-soluble organic solvent and water (abstract). 
The water-insoluble color material is a pigment including Pigment Yellow 74, Pigment 
Violet 19 and 32 and Pigment Blue 15:3 present in the amount of 0.1 to 20% by mass 
(abstract, 0008, 0018, 0019). The polymers dispersing agent is present in the amount 
of 0.1 to 20% by mass (0027). The water soluble organic solvent such as glycerin and 
is present in the amount of 5 to 50% by mass (0031-0032). The reference further 
teaches that various additives such as surface-active agent, pH adjuster, an antioxidant 
and an antifungal agent may be added to the ink composition (0033). See production of 
the ink M-5 and M-6 (0155-0159). The reference remains silent to the CIE properties. 
However, the composition of the reference is identical to the claimed composition and 
identical composition must have the same properties. See MPEP 21 12.01 I. For these 
reasons, the composition of the reference is presumed to inherently posses the claimed 
properties The composition as taught by JP 2005-120310 appears to anticipate the 
claimed invention. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over WO 
2004/039900 in view of JP 2005-120310. 

WO 2004/039900 is described above, but fails to teach Pigment Violet 32. 
JP 2005-120310 is described above. 

The subject matter as a whole would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have replaced Pigment Violet 19 
with Pigment Violet 32 because the substitution of art recognized equivalents as shown 
by JP 2005-120310 would have been within the level of ordinary skill in the art. 

With respect to claim 10 and 11 , it is prima facie obvious to combine two 
compositions each of which is taught by the prior art to be useful for the same purpose, 
in order to form a third composition to be used for the very same purpose... [T}he idea 
of combing them flows logically from their having been individually taught in the prior art. 
In re Kerkhoven, 626 F. 2d 846, 850, 250 USPQ 1069, 1072 (CCPA 1980). See MPEP 
2144.06. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VERONICA FAISON GEE whose telephone number is 
(571)272-1366. The examiner can normally be reached on Monday-Thursday and 
alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J .A. LORENGO/ 

Supervisory Patent Examiner, Art Unit 1793 



/Veronica Faison-Gee/ 
Examiner, Art Unit 1793 



